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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 3/27/2008 appealing from the Office 
action mailed 9/27/2007. 
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Art Unit: 2100 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: 

Claims 1-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over von Kaenel in view of Applicant's Own 
Admission . Appellants refer to US Patent 7107286. However, US Patent 7107285 
was used in the rejection. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 
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6-2004 



Admitted Prior Art, specification, paragraphs 2-4. 
(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claims 1 -36 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over von 

Kaenel in view of Applicant's Own Admission . 

Von Kaenal et al. disclose incorporating maps into designs as discussed 

subsequently. 

Von Kaenal et al. do not appear to disclose printing by the vendor. 
AOA teaches the feature. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Von Kaenal et al. with AOA because AOA discloses the advantages 
of using an external print service. See paragraphs 2-3 of the application (background of 
the art). 

Von Kaenal et al. disclose: 

making electronic map information available to a server computer system, the 
map information containing information covering a relatively large geographical area 
and being adapted to produce relatively high resolution maps (fig. 13, 21, 25), 

in response to information received from a client computer system identifying a 
location within the relatively large geographical area, obtaining a relatively high 
resolution user map from the map information, the user map covering a relatively small 
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geographical area that includes at least the identified location (fig. 13, 21, 25, 109, 110, 
136, 166), 

generating a lower resolution display map version of the user map, the display 
map being suitable for displaying at the client (col. 65, lines 19-67; screen vs print size), 
transmitting the display map to the client for displaying to the user (fig. 13, 21, 

25), 

receiving a description of an electronic product design from the client, the 
description identifying at least a portion of the display map (fig. 13, 21, 25, 30-31, 33), 

associating the identified portion of the display map with corresponding map 
information such that the product design will be printed using the higher resolution 
version of the display map (fig. 13,21, 25, 30-31 , 33), 

further comprising storing the obtained user map is stored at the server (fig. 13, 
21, 25), 

further comprising storing the display version at the server (fig. 13, 21, 25), 
further comprising retrieving the stored display version in response to a request 

from the user and transmitting the display version to the client computer system (fig. 13, 

21,25), 

further comprising generating a thumbnail version of the display map and storing 
the thumbnail version at the server (fig. 13, 21 , 25; screen vs print size), 

further comprising retrieving the stored thumbnail version in response to a 
request from the user and transmitting the thumbnail version to the client computer 
system for viewing by the user (fig. 13, 21 , 25; screen vs print size), 



Application/Control Number: 10/748,364 



Page 5 



Art Unit: 2100 

wherein the user map is based on location information supplied by the user for 
the purpose of obtaining a map (fig. 13, 21, 25), 

wherein the user map is based on location information extracted from information 
previously supplied by the user for another purpose (fig. 1 3, 21 , 25; col. 61 , lines 8-23), 

wherein the information received includes a zoom level to be used to obtain the 
user map (fig. 13, 21, 25, 92), 

wherein the electronic product design has a defined map area and wherein the 
user map is obtained from the map information at a height and width ratio that 
corresponds to the height to width ratio of the map area in the electronic product design 
(fig. 13, 21, 25; col. 65, lines 19-67), 

wherein the electronic product design has a defined map area and wherein the 
display map is generated to have a height and width ratio that corresponds to the height 
to width ratio of the available map area in the electronic product design (fig. 13, 21, 25). 

Von Kaenal et al. does not appear to disclose printing on two sides, as recited, 
for example, in amended claim 1 : 
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Applicants have admitted that it was known to edit various types of common print 
materials offline and that the editing tools were available. 

| ' ) ^ 1 ( < -v t I _ n > t 1 1 

custom printed imicruk v;ch a> huMiu---. vi?^. it- ; v uhr.r.- •■- ;■.[ :, - ■ . j < ■ 
brochure . promotional pc<.sc«r<h. or any number of other stems. S«-tt« -.;t'ihc-,c 

p \ ? " ii ' n m« i" i MtViv til ■ tt* n - - {, r t - t <_ pr. tt > f i<' i vl U ^ n -it L j 
P , ' v - ^ r>jr IM , n ipurv i ^tn ^ tf odkiijnte 

O^cLiU^ > tif. 3 :Lw { 1 i ^ f > ' - - / in put.- t»piTf nri <s x 

A skilled artisan would recognize that the materials commonly include two sides, 
since there are usually two sides available for printing, and would recognize the 
advantages in printing on both sides including, for example, the ability to provide more 
information to a customer through one piece of printed material. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Von Kaenal et al. teaching to include editing/printing on both 
sides in the context of the Internet. 

As noted by the Court, when there is a design need or market pressure to solve a 
problem and there are a finite number of identified, predictable solutions, a person of ordinary 
skill has good reason to pursue the known options within his or her technical grasp . If this leads 
to the anticipated success, it is likely the product not of innovation but of ordinary skill and 
common sense . In that instance the fact that a combination was obvious to try might show that it 
was obvious under §103. KSR Int'l v. Teleflex, Inc., 550 U.S. (2007). 

"In determining whether the subject matter of a patent claim is obvious, neither the 
particular motivation nor the avowed purpose of the patentee controls. What matters is the 
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objective reach of the claim. If the claim extends to what is obvious, it is invalid under 
§103. One of the ways in which a patent's subject matter can be proved obvious is by noting 
that there existed at the time of invention a known problem for which there was an obvious 

solution encompassed by the patent's claims." KSR Int'l v. Teleflex, Inc., 550 U.S. (2007). 

Applicants have admitted that there is a known problem, namely the need for 
custom printed materials, and that it is known and desirable to do so with various editing 
tools, without the internet: 



Cu*t«-:n printed mascruK. suth :t-; hu ,iry.-;-. ■■ :>r--. ■. i ,r, „■ ; -1 ■ i- .■ 



fctx-fi .it m< . i 'j ■ tr 1- i! n i ' t 




» 1 iht.-se 




as a oca; prim sh p foi 


ss stance isi 



i> ; s -i tt i Olc m \ ft r - t f r • rr, ! . >|i_ t h 'I 

product and using their local primer attached to thdt persona! computer to perform the 
printing. 



Applicants have admitted that it is known and desirable to do so on the internet 
with various editing tools. 

[t.K)y3j Art rtcrea;;] f populaxakt ttve f lin liie pe >f materials tj 
''jVj v i f t i i - rr k r h j t nt v. . ». > I 

of Web astd modem Web browsers to provide document design services ftom say 

l , * t 1 ^ t t f ^ ( 'l J i I ft' ti ' 1 .v hC f I 

' <>' M.l-^ r . -» „ -vu itv ! h - . v i t j t , ,-u i 'i|Kt uitir, 

■^^„AW,»>,,f v, ,, -,-, ^,^ '.^. , ■ } > ,, , ' , , ; /„ ;,,,), * ; ' 1 r>?i« H> t t -r.^ L x m±< < 

"i ' ' ti v i<,\ i t «• r * jp * t-3 K - , s a T is L'C" i . at 'J^ [ *- . 

IU'hen s u^u t\*H^^t s IfMii- 1 tb;t ! 1 ~t 'i.m.cu- f, ■ imn r wtth 
nr t n.£ u' pi< \tJt.f ft r i pr* il- ts,nn t i J , hut } i_h j 

printed vsm of the product to be delivered to ifee eastarasfs feome or business. 
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\um4) ! . ru -c i . I Lrt i f e ! \ J , t i it,ii_ . * ? r i 
t r mi i- us \ > , _)< - k 3 Ufv. , ,* M r / i < t ' t -n in r i s >v« t 

establishment appj seat ions, such as customized driving maps printed at car rental offices 
suvh s M i >' J ' i - j : * *i - u ?H v .run dm J > erk-* ^ tfru* 

meorpora^ ace to a t .im i- da o 1 >• a lsvi.s lbs u ru t Strrji J- vij ; 
oircet i Ft m a?: iji > nur,M H 1 r, t-rt 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to practice the claimed invention. 

In Kahn, the court affirmed the PTO's finding of obviousness, explaining at great 
length that a "teaching, suggestion, or motivation" can be found "implicitly" based on 
precisely the factors that the Solicitor General says are relevant: "what the combined 
teachings, knowledge of one of ordinary skill in the art, and the nature of the problem to 
be solved as a whole would have suggested to those of ordinary skill in the art." 441 
F.3d 987 

In Dystar Textilfarben v. C.H. Patrick (06-1088), the court explained, "an implicit 
motivation to combine exists not only when a suggestion may be gleaned from the prior 
art as a whole, but when the 'improvement' is technology-independent and the 
combination of references results in a product or process that is more desirable, for 
example because it is stronger, cheaper , cleaner, faster , lighter, smaller, more durable, 
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or more efficient ." (emphasis added). In this case, the "problem" facing those in the art, 
and the solution was known: 

| ! H«!3j r iCk'Jii' p»>p u a' t tt r t f . iu ■_ i ic ' t u u - \ 

* , ii ( ' i \X J t J j i no „ i i t i j. i bi in, ih.ii (l „ i ^ i c 

)fi»Wa <. v ^ < J tn >i f i i i ce U an) 

omptiter with We jcc«$ *ha e» ~t kS place m ra« ■ r tb; 

,i> stems typical! v provide thek cu*S< ers niih tht afeiUt o access and 
viv-'^ s -.uec -c.„' i > - i.qn , -cv mi j -b : - -.r.t i-o ,\.\f.5J i t\S ;e m; Km\ and enter 

•^Lriiuu«..m ^i -,, ,^ i ... „^ tn „ ;;'„ ' :- -p* 1 £>v^ !! :« ■■ ;;- : ,"^. > '' t > - 

5 ' „.. . . .!vu v mum x:jxL.l v . ,i v.v vv :;,!';::';';. ■ .'>■ ■ ::„:Wv.vllt..v ar . m myJ^n mr^-;;LLjA''. .'. '.v.^ 

- i it', f n Jtf-a^j !iL.-- v i iu the fit > 'i p' . i>i :r uuh 

thet»nrtm - s. ' pi t iti-'K fuUi.noi - „k ,] in j gh q ^ *> 
pnt ed versions >fth« p .d at< >e d liver d to the cyst mers hooK »r business 

(10) Response to Argument 

Applicant's arguments, filed 3/27/2008, have been carefully considered but are 
not persuasive. The relevant sections (and corresponding arguments) of the Brief are 
listed; the response to arguments follow. It is first noted that aN arguments presented in 
the Appeal Brief are new (compare to the response of 7/12/2007). 

Section A : pages 17-20: no arguments. 

Section B. Response to Rejection of Claims Under 35 USC 103 (pages 20- 
21) : Appellants cite case law. No specific arguments presented. 

Section B-1. Response to Rejection of Claims Under 35 USC 103 (pages 21- 
24): Inventor's Own Work May not be considered prior art by admission : 

Appellants argue (page 22): 
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I j 11 ' u tl | , P - u .sit daim !fe<? ?u\y t /<v,>- <\ '> '< * v s . 
i ^ ; i |H i * m i- r > u- t ,A \;y A.t • ■'■ -. .u t 
tj" <J Mt n\. t k i r " t ' < tt i s 3 ~ " ► t i mi t < i 

i 1 t I . , I „ • P ] K | . i I 

i, < f . U ' i > J J l fa fb r< .. f i " - 

The fact patterns are different. The '440 specification (see par. 37 of the Reading & 
Bates case) expressly and specifically referenced the inventor's own work: 



h ijti.h lis I i - j 1 'in A A- vi I > - I :u ll 

Ac; n u< i: ;<:■;<"■ > . ^ Bin' I •m I - A f llv -Tlh.f: nl 

tho '440 j.'-iJi ' i ; miim t , m h . . i' '->i Art." 

mader^i ^ * K t . i i f ,«1 < > < i ■ it 

r i p > h m > f >\ - i«n : ih > 1 i\s , it ^ ,5. 

K'^fkr i-:: - i' n .hi- > . >, - ii ► ( 
ei > I '1 n u ^ i n ► ( * i»| 
1 »■ '-^ — i— -L-i » - i-A - 1 ' ,„;,.:;„;,;;„; ;-,a^, -m 

\V 1 vKAJ ■ A!' iAl: ■ ; - »K A;A. 

inhri;roj \n via i \n paths t hi : *..ooni 

Hi ;\ ■ ii 1 ) r v i i (I , m ItNi 

A4 t 'iu< " I - . >» u l I j i t p t > 1 ,f t 

in ' ■ : ui U < ni ti i ' | i' *, 

Vro t^;v„ . a > ( in : i> mi iu t vi.- r nu 1 \ih 
A 1 \ >\ i ~) i ' i I i I Am «» v i , 

There is no such reference in the section entitled "Background of the Invention" of the 
instant specification, and there is no statement anywhere in the specification (or in the 
entire record) that would suggest otherwise. 
MPEP section 2129 is relevant: 
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2129 Admissions as Prior Art [R-6] 

I. ADMISSIONS BY APPLICANT CONSTI- 
TUTE PRIOR ART 

A statement by an applicant >m the specification or 
made< during prosecution identifying the work of 

i t hi ■> f < i r ii n i > <p-a . 

be relied upon fbi both anticipation ml 1 ■ > i 
determinations regardles i je' be adniitte 

® Consequently, the examiner must determine 
whether the subject matter identified as "'prior art" is 
applicant's own work, or the work of another . In die 

— — — i— 

another. 

No credible explanation has been put forth by Appellants. Furthermore, the wording of 
paragraphs 2-4 clearly demonstrates that Appellants were referring to the work of 
others. Note the use of commonly, commonly provided, typically, increasingly popular, 
available from various vendors , free services available, businesses ... frequently 
incorporate access, in a few examples: 



fitm] Mm} isttH n , als feus ness and . rgarizssti. a occasional j have a need * » 
vmcm primed matedihk %och s& business care- pirn in.rm, n • . lu. ►» - ^ 
^ Ji pr p t> 1| skt I r ill- * it is ^tm H « 
r 3 i I I t i - 1 , li t r t j i I 

i i i t i i *t 1 J J I ; ^ H i f '1 . tt u 1 ' i i i 1 i 

«d w>ft« rchs d ctFid i;js on ap< onal computer t iestpi le 
t i nd i 1 j i i i > npi ps. t t 
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of the Web and modem Web 





* cresie a cusn n ed - - id it i de iga \ ypk u- i t £ r can a 
:usti ra te a aid up oad rrj s >- to he ^dded to the electronic product dei-H i 
Whm a user is satisfied with the design of the product, the user cm place an order wit h 
g wsce provider for the production of a desired quantity of high quality 
s of the product to delivered to tbs customer * heme e? business. 




printed at car reitta! offices- 
v&ri&ys £** services ovaOdble ©a tb» 



Web.Micl'.* Ml pi jMv.n j-d y^utcuf \<stti -. '^uihototer j street 



addict .and \ieu ,.,vi.-\" irr m» touh to *rod t* th .tiy Um\ n ir f > ioonut^ 

oi ivT. ",v , -d . - i;i ';.•"..>.!..:' i^'d.,....' J 1 * i! ,J 1 ri r ^ v h * ]V ' f ^d ae '"^ 

I i ! qi J' 50! t s LI i[> '! i V" , , 

r t ! * -i r d.u vi u-vd i >cr 
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At-" : n^i' jt tp v i l „-i f iia, j_ i i > r„ \m , 
I 't . [< f'^ J il \p'UK \", >ik In } ti If" j i '"ttig 
1 ■.! ^ < 1 < " i i>— i • , ■ -< ■ i " , - w ■ t „ I u, .^K 

c, . '..^'f ; * ■ Ullim \ a : ' n f.^J* k ^.l^? „„;,,;._ I ^.. ii l..'! 

i i < 1 » u uv, , H i,j he >.r iM*K*l]on. 

{(x&ij when i < si ^ «k k m -m^ f nh m t" 

f^'H'n -■ - > r s II , n -nrng, repressed tftFig. I by a^ratsag sysimt 
103. IrtAJdi t th ^vt \^ I m 1 vw or mow applkttiua 

p> -.UM'o Jll'g UXS 1 ! 4 ' - ir i ' \\ J— , ,0 

Intern* tophircr itxm Microsoft i Vt poi .ttfc <n n 5 | ;0 •• m* thai may 

he urmnf «i 1 SO M* U II .«.> - n „ iJ lot ijt^r 

ft I ' ' J -li H ■ i E ' ' A I ] 1 * a <b . l< . t 

" I J f ' J J tfiid'gSfefet/ sv. ' ml - ; 

1 t-f i- 1 



Figure 1 is not discussed in the background of the invention and is not mentioned until 
the section entitled "Detailed Description". There is no reference, express or otherwise, 
in any part of the detailed description, to the background section . In any case, it is noted 
that the use of " such as downloadable design tools provided by- 
Vis taPrint..." indicates that other similar design tools were also available in addition 
to those available from assignee. 

It should be pointed out that paragraph 21, recited above by Appellants, actually 
corresponds to paragraph 20 of the instant specification (see specification, 12/30/2003 
as well as the prepublication 20050147442). 
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Appellants argue (page 23): 

I kU^O v ^ *er- H< f . 1 i s ' ■ ■■■ 

<UV k.iur-n. ;iiui ar». ::i-si^;iL • r- ;k. -.a n.: .;. ■ - roc. - ;y .\< \bt prascm 



applicant's <nvn p.. . Im He I ..and, supra, (he relevant disclosure is no* an 
AiivN--!! ^ ?i un ! r> i* th\s it cannot bo used in etiabiishing a prima fade case 
of obvwQiite v u i .■ p i n <>ff]k«tiRn . 

The argument is not understood and the conclusion is not supported by any rationale or 
facts. Whether or not the material in the section entitled "background of the invention" 
may also be present in Appellants' issued patents is not determinative of whether the 
material in question is solely (if at all) the inventor's prior work. The references (page 
24, Appeal Brief) are not mentioned in the background section and were not brought to 
the attention of the office during prosecution. 

It is noted that this is the first time this argument has ever been presented . The 
rejection (the 103 based upon application's admission) was asserted in the non-final 
action of 1/17/2007. Applicants responded to the rejection on 7/12/2007, stating only: 



Application/Control Number: 10/748,364 
Art Unit: 2100 



Page 15 



set. directed to n 



\ i (III Mi l ' < i < l ' 1 J 

mm. 

Appellants were silent, in their response, as to whether they believed the disclosure in 
the "Background of the Invention" constituted Appellant's own work. The silence was 
taken as acquiescence. Furthermore, there was no submission in the IDS of 4/21/2006 
of anything relating to the inventor's own work. Appellants did not properly challenge, in 
a timely manner, the finding that paragraphs 2-4 constitutes admission . 

Section B-2. Response to Rejection of Claims Under 35 USC 103 (pages 24- 
39): Prior Art does not teach claimed invention: 

Paragraphs 2-4 of the specification disclose the state of the art. 



Mm} tmUvitfiials, feuwiiesses, an * c f i I I ecaif 

CfHStom fTin'^V irjn-r sU u jov^ajJ ^ i i ttn -is ^diict or s*ftvwe 
bruduire,, prorations! pr^n j dv ot ; -iisi-b- * m m-rt Some o* these 

" il i ^ scoria ft» ecu* - 

L ' ' ' 1 ' ' n 1 1 j 1 Hi •- 1 i 1 u ' ^ - L u "' r ' UlJ , ' , „ •- 

: ^ | ? - rch*>ed and nv,. ^ m i rc^wu' cornpuer to &Mgn the 
r'.f : id J ugtifi'Uu 1 pi t Te JTo> t-i t h - - T1 , '.i uput f.i ptil s\ l\ 
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iwnj An rvriasin^^'V' j ^^fcrnn c ■ ^^'u hj ilzw types of si&u t > 

; . ' ,.' -crv ..c ptumJ? * that take* advantage of the capah; 

of the % 2% 'in s modern "ft efe br.iv, ; *p§ to provide >■* cumen d sip r« : - from any 
•uu< ter with Web access a* .v:a«c-. cr unic ai d place i< convenient to the uwr 

! ori< 1 T' l r 1 . f K . ' vu.. * ' ) t, * i * i 

view ) v ? .rge ,1* p-f- nM\n >U-\ ten pi: t j . i Jc^re 1 1 r i[ „ .a:J tnt«F 

t.ri t'it'>'D uuuL-, K.h! i it ijn >r .i I 1 a t r .uil r< Jth 

ui^Cm h^u.'m cxt ml .r n i ;<ti \ diid tcuhe eteUrcwe pfxltjct d^u 
V hi;, a L>a iw tied v rK ovm i t 1 , „ , 'it ^ e^n pPi^ un.rftin 
t""c j i i - . k- t f i* [ i m u j actrcd vj^uiii u llIi q i 

prkred vcrsii is aJ the pro J i ! ' Lei - ;rc? I 1 toniet s h osiK t ; business 

[MHM] In _noth«r cunsputer-related ^ e ^>..j} : ; ^h.^ffl.j^ : 

.. » Jh J'.. " ' II it.'tKtt PlU lv[ II) ! '-'] ' !^ Mil 

tppi«.>iUt j ' *Ht* ? -v n,s ti mum ( \,iv\ < c t,J juj "mbi'c tppl ^itu;us H -ijj.H 
and automotive map systems us jag global positiosksg techaol- >g> atKi commercial 

bHshmctit applies t i s c j 1 > n d 1 E% r t ; r<- p r t< it car re t 1 >■ 
l&rbdi' d«sl c itoiswn t he Web <ra >is»e ~~ u \ i k a lafci« o» tfae 
\U , a ; M-ptoJ^t , - aM Ml t>cu i'_ ii . x < \ -iKCi 

dJvlstfy^^nJ vu,w < , , pi i„-.p I-^-'n )>■> 't- { -\ k. h -U* \ ti" wn5«rj 

v 

ncoepo te access to pp n to di:>pl maj • .res and cu ti (Sivi^ " " 
u u i> i r J Jt L v user 

Appellants acknowledge (pg. 27, brief) that Von Kaenel discloses downloading and 
displaying maps: 

thuvhc ,M><i \<mwl l i J i < < t ^ m ' , . r i 

M Jt^>A\ ^ ti i , I .K i.klC 1 J t^v- ; 
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Applicants also acknowledged this in their response of 7/12/2007: 

' ' - tvA '1* 

■ J . i ' -u .-, i i- _■.<■- .1 . ;- ! i mi i • 

v ' ^ i vN l» 1 K^i >t ^ t j i h 

! ! -1 1 t vt ii > I < ) , 

n . J . t t t v > I** . .i . L > , u i t> 

A* depKNeJ ^ . > it ; < .i \ ,i to' 4- Uk 4R h oti 45 « U von 

t 1 v ) - , I > l • Ik , 11 L < L < t J s I 

X i) . , i , . .1. T ^ )< > 1 iJ Mi i T 

«■ \<- \ii - - ■ t 

Appellants argue (pg. 27, brief): 

Vm E.mml*& PIG, 21 UhniHiftH uses selection o rasi&file ^«*»J«yw;» 
m'uu. K ' j.-* > • .< It i-. ':^ ' s i in a it a 

tuh^ .'IK . Ik tMl, C i 1 — f - til * J J <f i * - ] * j t 

s^;k<s ^sk utcN t(H 4^K' ^ <■•* s tor the requested "rojtk*' tk\t i t : tcturns the 
1^.^- . ^. l» ■ - V i \ i <v. K k ,<L col 4h Ime 57 ~ eoi. 43, line 

3). \\ N,ti it < > P . '0 * » i v! -i . L It \ n tfu 
it i.- j ■> !i — . > 1-'- L s' . - U ^ I - > ~ * v In ' hi a t lr.u:? ju ■ 

i . o S 1 *. » w . .id n \SK if vy a\ *i U I tt> 
una;=t n < n 1 i > Jtut^xngk u * ucrl * si 

i , f m ; to • it :\Ku mwltif.u ims^ ht>tf- u 



See figure 21: 
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2134 

J- 



Datastore is accessed, 
J images are generated, and 
1 " are presented back to the 
client 




Claim 1 recites: 

1 * I v I I I t i l(tll t I I 

'»<■■ ai : : r 



It is noted that the use of "relatively" allows for a broad interpretation of the claim with 
respect to resolution. The claim does not require or preclude that single/multiple data 
layers be used (note that "comprising" is used as the transitional phrase in the claims). 
Regardless, a single layer with only "roads" is still a map, as is each of the layers in 
question. Finally, it has generally been recognized that merely making integral is not 
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sufficient to distinguish over the prior art, In re Larson, 340 F.2d 965, 968, 144 USPQ 

347, 349 (CCPA 1965). Appellants further argue (pg. 27): 

fbi$> bet mM> \ in koeru'i V ;!.,> - <nv _. '» r >\ . nv t * . ^C'n 
^« ! v'< ^ n'n^.l^ t r. ' n \ k'jcI J>\\- < 1 x.vo** <^ m> \v- 
.jbttttam* a tckuv?h oh; - ^ohmon u»er msv : u >, ^ » >:.?...! 

It is not seen how this conclusion is warranted - the relevant issue pertains to the 
resolution of the layers. In any case, the rejection stated: 

9. Von Kmml et a! . disclose : 

making electronic map Motmation available to a server computer system, ihs 
map information containing information covering a relatively large geographical ares 
and bftsrsg adapted to predtccf "°^ i| v | >' r ' gh ff "*<, - A <" u ■ ■ *'<■-> ( fa 13.21,25), 

The text describing fig. 25 (col. 44, line 47 to col. 45, line 6): 

H. Printing Multiple Da:a Layers 

Implement stioi s of the i muSon all jw for multiple data 
syers t: be p Tinted HC- 25 k^ tire^Jr^.;: ic- ;uitj.o g 
0 multiple data layers m'SorSiKre witn. <Sens!^!^SS^- 

tations * *it nventioE C ntr >1 sains s b > : 2:510 witih 

the client software receiving a iasesr request to print a 

. .-V e ,i jciic t It. -jiitv v * : . i\j T ; J 

levers. In particular, -sher. a user slicks on s Print msm to 
s print different, data layers ttist are displayed on a Map 

Control window, the client software receives the print 

request. In. block 2512, the client software sends the print 

request to the serves system, in block 2514, the server 

system iscerves end processes the punt request by gathering 
3 3. i : the e~_es j=d !y e;s ^ co ab i g "he iv. l Itiple 

data layers a* one printable file. Then, k block 2516, the 

serve? system sends theeo n: sed printable file to the client 

software to print. In block 2518, the client software receives 

and prints the printable file, 
s In ceram in:" 1 1 entati I la&dJ g a Prk Prs s 

j ess selection hj a user, :k» client software sad the server 

system perform 1 ji t similar to the logic used for processing 
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a MM menu, selection, ^ : ^j^^ : ^ : m^ : M ::::::: 

software aad the w«f system support printing multiple 5 
data layers as one prmisble file. 

Appellants argue (pg. 27, brief): 

>^>;U, >^lKte..A^.M felA.^ .,M 
,w in. n ^ l i - J " : --'^ - : ■'' ^ V< r 

K ' w W t U* \ \t \ " In. ui^lU I 

<. i a> Jt Jis s to e \s tvi th «i W| I >pli< tos if< 

K U.VI di. till \ t - \ ^ <\ I , f fi 1 U - t k^M 

whens v« ui s hi i m ( t >kr- do not spkyesf on. tb® Of severs 

The section in question (col. 65) discloses the (standard) screen resolution which is 
lower than that commonly used for printing. This is buttressed by lines 1-18 of the same 
column which disclose that the screen resolution can only approximate the resolution of 
the document (lines 9-1 1 ). 

See fig. 39, where the screen provides for a very low resolution (about 350 kB), 
much lower than commonly used in printing detailed documents such as maps. It is not 
clear that the resolution of printers can even be set that low. 

As for the resolution of the maps, the rejection stated: 
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fcfc 9, Vot* Kmm\ &t M, discfose: 

making «|*c*renfc map Mormata available to a server computer system, ft© 

and being adapted to produce rsMivdy high resolution map&.fl iq. 13, 21, 25), 

The text describing fig. 25, recited in the rejections, (col. 44, line 47 to col. 45, line 6): 

H> Printing Multiple Data Layers 

IniplemenMa m - f he fovea i u bBot for s oJtipls date 
layers to be printed, FIG, 25 illustrates Ideic for orktma 

9 mktfpie da.' b vers g'S&e WiHk cerWi im^mm - 
t&xiam of ike Invention.. Control begins at block 2510 with 
ike diem software receiving a user request to print a. 
composite Image tlsat is formed by o¥e?kying multiple data 
layers, hi psrtie^ar„ when a user clicks cn s Print menu to 

s print different data layers thtt are displayed on a Map 
Control window the client software receive the print 
respest, In block 2512, the sliest software sends Use print 
request to the server system, in block 2514, ins server 
system receives and processes me print .request by gathering 

^ all of the requested data layers and combining the; multiple 
dais Isyers as one printable file. Then, m block 2516. the 
server sy^itx ihe combined Vm. b « tile fo ±e client 
software to print In block 2518, the client software receives 
am prints the printable Me, 

s In certain implemeal&tbns, for handling * Print Preview 
mems. selection by a user, the client, software sad the server 
system perform logic similar the logic used for processing 




Appellants argue (page 29, brief): 
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• , U I. » f ! 1 i it<.rn}>!i }1 , ' 'If. 

>l Hi ;y < Uma.,t;>)r. t^ up i< v-i fifv fflg xi temt it past* li. Bf 
J*s ' Si'st Ml t J Tlit' ^ li i M I ► ttu ,k . - 

. o V <- 1» h If t t t i k K n » 

im, ml sales temtorj boundaries 1333 Ihetttv* - srievesthe apfWttpliflfte 
dasii mU) camtpoaiiing to the rcqiissi from 1 3?0 atxt e*ri? is 

it I x bt U >^ » « < K » i 1 i , t t *» S s i * t Tl ,k 

(Von Kaetret. coL 27, 1 fees 40-50. However, the actual re«|west Stess ftedta*, 
whh - tl v i.h efu >v. it 'u.M, tV - > -~ a a<.-v i; tsfiiss 



The patentable distinction is not seen. The request itself constitutes design intent 
because the user is requesting certain information to be provided in an electronic 
document in a specific manner. In any case, the specification broadly defines 'product': 



\mm Fig, 2 is a 




. v . <| to a wide m 



Appellants argue (pg. 30, brief): 
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. ■ ' 

i-r:^ : ; .'-v . S'hc t k t . n t J t . I data 

!- m, i % d u< i i ; 1 ^> i 1 1 t f ' - 1 J 1 ' • 

The patentable distinction is not seen. The claims also call for spatially referenced data 
(map), but do not additionally call for an editable layer. To argue that editing of the map 
implies that the document is not being designed is not credible. To the contrary, editing 
a map in the electronic document means, by itself, that the document is being designed . 
It is also noted that Maps constitute non-functional descriptive material. 

Appellants' arguments on pages 31-32 do not actually address the issues 
discussed therein. For example, page 32: 

ihc Ml 1 I 1 11 i 

^ ^ { < l an f t r I - i ' ^' >vu. h Ml 

S!\itU>0 d U di ^1 

s , <'i i J , t i v h 1 j . -> i i i 

i«l«deJv v ti.e thenars «swalty t*s.<o sides avaUabl-e for p* ins ^ 
k, n w n e U v , i 1 - i i j * f i i'i.' \ >i<. ^ n I' iry * 

, s W L oh E * vh , i n >i t a I t i I" . v 

|U\f )f|«r-iK«i '1.,/nr > i »i'K j -\-_fk , j ige 5 i-f 

T he Ks;«riiitoi^ the-™ on only t*><r "hv-^iik.r t^iuiv = n tin- da n d « 
i ;- - \<^ t- • ■■■■ \':-\...:- ■ iw. i. . ■ ■: i'ui . . i 1 

The Examiner did not 'conclude' as alleged above. The Examiner took notice that 

A skilled artisan would recognize that the materials commonly include two sides, since 
there are usually two sides available for printing, and would recognize the advantages in 
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printing on both sides including, for example, the ability to provide more information to a 
customer through one piece of printed material. 



And thus concluded 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the Von Kaenal et al. teaching to include editing/printing on both sides in the 
context of the Internet. 



Appellants are still silent about whether: 



A skilled artisan would recognize that the materials commonly include two sides, since 
there are usually two sides available for printing, and would recognize the advantages in 
printing on both sides including, for example, the ability to provide more information to a 
customer through one piece of printed material. 

And thus have not properly challenged the finding. See MPEP 2144.03 (Reliance on 

Common Knowledge in the Art or "Well Known" Prior Art). Note 2144.03 (A): 



..-i. Determine When It Is Appropriate To Take Of- 
ficial Notice Without Documentary Evidence 
To Support the Examiner's Conclusion 

Official notice without docun - i i id< 
Alison an examiner's conclusion i> t\'.„ : '." ~.i 
£,,;«!.(;....'■'' o>- i- *- WhiJ "official notice" may 
be relied on. these circumstances should be rare when 
an application is under final rejection or action under 

" CFR J „.. ''' , , r .' ■ - r 

incir.aiv evidence diy nlo^oaul yj/ e t.iken s y the exam- 
it e r 1 1. c » 
be common kno^vledge...in ii the iii ai t are capable of 
is i ud iqnestioi 1 tonst ioi being 
wgll-laiown. As noted b\ the court in In re Ahisrt, 424 
F.2d 10SS, 1091, 165 USPQ 418, 420 (CCPA 1970), 
the notice of facts beyond the record which may be 
taken by the examiner must be "capable of such 
instant md t juestion le lea strarion as to let; 
dispute" (citing In re Knapp Monareh Co.. 296 F.2d 
230, 132 USPQ 6 (CCPA 1961)). MAhiert, fee court 
Appellants did not even attempt to challenge the finding, and only stated (7/12/2007): 
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i i c j n i t j t i , i ,. el i h 

) t t. i t 1 > it ti I > <- n 



C If Applicant Challenges a Factual Assertion 
m Not Properly Officially Noticed or Not 
Properly Based Upon Common Knowledge, 
the Examiner Must Support the Finding With 
A dequate Evidence 

To adequately traverse such a finding, an applicant 
mast specifically point out the supposed eiTors in the 
examiner's action, which wo:;LI include -■::mnu why 
the noticed fact is not con [ere ■ . vommot i 
knowledge or well-known in rite art. See 37 CFR 
1,11 Kb). See also Chmwtaftf, 139 E2d at 713, 60 
USPQ at 241 ("flln flic absence of any demand bv 

> T 1 u ? ,.l^.,r.>„„ J uul T ' j ' v ' ni - ' T ^ * ' u 1 

gtai emeiit . . . we. . . will not consider t hi s c on ten t ion. "*) ."" A 
general jIL, rtion "hat tli^ 

invention without, any reference to the examiner' s 
a^ertion ot orb.; .-.c would he inadequate . If 

Regarding the 'focus on the "two-sided"' feature, Appellants are reminded that their only 

argument (7/12/2007) was that the patentable distinction over the Von Kaenel reference 

was in 1 ) using both sides and 2) allowing for the ability to edit the (to be printed) map 

(see above) in the document. 

Applicants have admitted in the specification that there is a known problem, 

namely the need for custom printed materials: 
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{\<i!>'<2\ x t j t - kit. is aJ ^ati ar t ^m i ± % t i • i ' 

^^ ^ ' l ' ^ ^ | r; i , n ^'^^.' | ; l ^^.-^ | ^ t ^ |l|| ^. r t i - ; J i l i ; iiiiiii| - i " J,,,.,,!^,.'^^./ ' ij 1 

' ; ; ]<•■ ; ?v • t , -i x j -. ofi> r: ,M tK*r ;t m n m ■ - j tht - 
> t . ■ ' ■ - 

p - ' j - ic :-a :tf 'i\ ) trk '■ ,1 \ _\rr« ti n i'j 1 l pn j flie ; *_U^ tiMt .j 
F-l ill < i\Tfir>' m J'n . 1 i v i « 's. > art " >k' >^ii Months 
J' di,u : tu i L.. I nk'j a k t^t'i.-^r, pi . 'piik'itf.,1 m t 

priming. 

and that it is known to do so on the internet with various editing tools. 

e use o j kbaxedp mitsg er - pro ier tha t;« il sn! . - he pabil es 

' t " *. 1ft r, 1 'it < J < Ull It ilt.UI 

computer wife W«|> access at vs?hasev©r time ami place h conveaieat to the aser. 

M It" M 1 M M>1 ' i ^ It. . ,r Ml it! ■!> I , -11a 

^i'-'^^ m. i- ^ - l ;l ' l ' l w l rr ; i J iro , ' , ^^„^; v,v 1 v ' J " ; " ril " 

i*L^^..\£>,.-..u.ji i.r ;i ' t - ' ^» , t F > p i L a! 1 • - M .tn .1' , 

J - ' ^ r ' ,,,J- L , U JL..L! L^I.u ' , . i j.',, 'm r— 'rrnm-rr'r' i -T i'i Trir ' 

When ;i fj^er - r l w h J nk^ 1 n t i« i pUi ji .^et uuh 
* t rt f i-n , i - pj i l fi ! d i.1 i ot i i n r ' _r, 

r*r*H -Mnn, ^ iLd ,ro Li- 1 . >x- idi^t- 1 to ;-c customer's home or brnit ; s 
The rejection further stated: 

As noted by the Court, when there is a design need or market 
pressure to solve a problem and there are a finite number of 
identified, predictable solutions, a person of ordinary 
skill has good reason to pursue the known options within his 
or her technical grasp . If this leads to the anticipated 
success, it is likely the product not of innovation but of 
ordinary skill and common sense . In that instance the fact 
that a combination was obvious to try might show that it was 
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obvious under §103. KSR Int ' 1 v. Teleflex, Inc., 550 U.S. 
(2007) . 

"In determining whether the subject matter of a patent claim 
is obvious, neither the particular motivation nor the avowed 
purpose of the patentee controls. What matters is the 
objective reach of the claim. If the claim extends to what 
is obvious, it is invalid under §103. One of the ways in 
which a patent's subject matter can be proved obvious is by 
noting that there existed at the time of invention a known 
problem for which there was an obvious solution encompassed 
by the patent's claims." KSR Int ' 1 v. Teleflex, Inc., 550 
U.S. (2007) . 

In this respect, the Examiner notes that an atlas includes text and maps on both 
sides of the pages. 

It is well established that people commonly write on both sides of a piece of 
paper . It is also well established that people commonly print on both sides of a piece of 
paper . A skilled artisan would recognize that printing materials usually include two 
sides, and would recognize the advantages in printing on both sides including , for 
example, the ability to provide more information to a customer in one piece of printed 
material. 

It is noted that this is the first time these arguments have ever been presented in 
response to the rejection first asserted in the non-final action of 1/17/2007. 
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Section B-3. Response to Rejection of Claims Under 35 USC 103 (pages 40-41): 
AOA admission is not enabling: 

Appellants state (pg. 40): 

- K <' \l ' '* , M | ll- M' II II' > I ,f V \ CJtfl 

N ' II t , j, I ^ ^ j J ^ ' I , lnllunn ' n Mu l,.,,!,,,, 

fii 1 I" v ij ) it>t ll Ih ) v< ! * ) 1 ' U ! , >s U 

f I J 'is > *_ it ) ll'" v.i i I 'i' ! (t 1 

. ' 

' r 1 i 111 1 ! 1 ' J- ■ . i i i . . ' 1 

. i "I \ ( i "1 n t ( p v if '1 

This is mere allegation. Appellants have not provided a specific argument, evidence or 
expert testimony. This is not a credible statement. The Examiner notes that an atlas 
includes text and maps on both sides of the pages and such products are common. 

The AOA admission is a statement regarding the state of the art and what was 
already known and already performed (which Appellants argue was their own work) - it 
was therefore, by definition 'operable'. 

Prior Art is presumed to be operative/enabling. See MPEP 2121: 

I. < PRIOR ART IS PRESUMED TO BE 
OPERABLE/ENABLING 

Wlienjfe 
or makes obvious all of 

invention, flie L reference is presumed 1 1 to 1 1 be 1 1 operable . 
Once such a reference is found, t he b uracil ^ is ^ on a|?pli - 
cant to provide tacts rebutting the presumption of 
operability. In re Sasse, 629 F.2d 675, 207 USPQ 107 
(CCPA 1980). See also MPEP § 716.07. 
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Appellants did not attempt to rebut the presumption of operability in their response 
(7/12/2007) to the rejection. They provide no facts in this appeal brief. 
MPEP 2121 further states: 

A prior art reference provides an enabling dis c lo - 
sure and thus anticipates a claimed invention if the 
reference describes the claimed invention in sufficient 
detail to enable a person of ordinary skill in the art to 
carry out the claimed invention; "proof of efficacy is 
not required for a prior art reference to be enabling for 
purposes of anticipation/" Impax Labs. Inc. v. Aventis 
PharmJm., 468 R3d 1366, 1383, Si USPQ2d 1001, 
1013 (Fed. Cir. 2006). See also MPEP § 2122.< 

The importance of the admission in the specification is not as much about what it 
teaches, but, rather what it says about what was known to one of ordinary skill in the art 
at the time of the invention. 
Appellants argue: 

! va< i-r lK *l f - ss »i 1 } . j . -U | 'I t" (i i h i - ; -i. \ <p < i! 
i I k t j ill' i s r >>■ „ „ c 
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A more accurate portrayal of the relevant court decisions is presented in MPEP 2121.02 
which addresses the situation where the reference might be found inoperative: 

"Even if a reference discloses an inoperativ e 
device, it is prior art for all that il leeches." Beckman 
Instruments v. 1KB Produkter AB, 892 F.2d 1547, 
1551, 13 USPQ2d 1301, 1304 (Fed. Ck 1989). 
Therefore, "a non-enabling reference may qualify as 
prior art for th e purpose of de termm mg ob vioiisiies s 
under 35 U.S.C. 103." Symbol Techs. Inc. v. Opticon 
Inc., 935 F.2d 1569, 1578, 19 USPQ2d 1241, 1247 
(Fed. Ck 1991). 

In any case, the claims are not drawn to a composition or device. 
Appellants further argue: 

■ i > ihk I 1 m J b|sd nm&t.Jd See At r*.?qm t mVM 303 M 4 5 

t. < f* t > " s l ! *. l ^ W t\ * ' i'i. r > 1 l 1 It . ~» s 

u\ i\! i pi ' < « i i .. i - ■ i t ul K - mi j :..t K|a^s.ag 

„m, t t\n»A- »i t, v><\c-sn tv-e making ths c&^k e -'w 

' vc v K n<. "| i L ||| J <||[ {- - " - ; im ; | m ' > "t 1 

This is an abstract argument. In any case, the fact patterns are different. The claims in 
the cited cases appear to be directed to 'product' claims, while the instant claims are 
drawn to either 'method' or 'system' claims. 

This is the first time that these arguments been presented. 

(11) Related Proceeding(s) Appendix 
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No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 

/Hugh Jones/ 
Primary Examiner 
Art Unit 2128 



Conferees: 
/Kamini S Shah/ 

Supervisory Patent Examiner, Art Unit 2128 
/Eddie C Lee/ 

Supervisory Patent Examiner, TC 2100 



